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# 

The 112 Rejection 

Citing no authority, the Examiner has asserted 
certain 112 rejections in the Official Actions. 
Applicants have provided competent, authoritative 
5 evidence that the rejection is improper. Examiner 
cites no authority in support of his position in 
Examiner's Answer on pages 7-8 (subsection A). 

Examiner seems to be asserting on page 8, lines 
3-4 of Examiner's Answer, that, although the term 

10 "speaker independent voice recognition" was proper at 
the time the cited edition of Newton' s Telecom 
Dictionary was published, it isn't any longer. The 
edition cited in appellant's appeal brief was 
published in 1998, the year before the application was 

15 filed. Attached as amendment A is the 2003 version of 
Newton's Telecom Dictionary which contains the same 
term as is used in the claims, with the same 
definition as was published in 1998. This is credible 
authority for Applicant's position. Examiner has 

20 again cited no authority for his position. Therefore, 
the 112 rejection should be dismissed. 
The Issue of Elements 221 and 222 

Elements 221 and 222 recognize a spoken password, 
and then confirm the recognition to the user. For 




• 



example, if the user speaks a password of "3456", 
elements 221 and 222 describe the recognition of the 
spoken password, and the confirmation, such as "You 
said 3456". In the Appeal Brief, Appellants argued 
5 that this did not teach or suggest "responsive to the 
voice recognition technique, selecting from the first 
plurality of users a second plurality of users, 
smaller than the first plurality of users by a factor 
of at least ten, for which the first voice recognition 

10 most closely matches at least one selected from the 
set of at least one grammar and the set of at least 
.one voiceprint associated with the identifiers of the 
second plurality of users." 

Examiner's Answer contains several points in 

15 response, none of which prove what Examiner is 
required to prove. 

Examiner states in the second paragraph of page 9 
in Examiner's Answer that by recognizing the pass 
number, it would obviously cut down a small number of 

20 users from a large number", but does not state that it 
would correspond to the remaining limitations of the 
claims, namely "for which the first voice recognition 
most closely matches at least one selected from the 
set of at least one grammar and the set of at least 



# 



one voiceprint associated with the identifiers of the 
second plurality of users." Examiner states that 
Schier matches grammars (citing Schier, col. 2, lines 
4-10) at Examiner's answer, page 9, in the center of 
5 the second paragraph, and voiceprints, but Schier only 
discusses voiceprints and passwords and the like at 
column 2, lines 4-10, so it isn't clear what point 
Examiner is making. 

Examiner also states in the second paragraph of 

10 page 9 that the selecting the closely matching user 

step is inherent in the fact that the abstract of the 
reference states that the user is identified. Again, 
Examiner does not state that the user is identified in 
the manner claimed, and the mere identification of the 

15 user could be performed in other ways. For example, 

since a password is being uttered, speaker independent 
voice recognition can be used to recognize the 
password, and then the recognized password can be 
compared to the user's password to identify the user. 

20 It is not inherent that a grammar of that user be used 
at all to recognize a user, as claimed. Therefore, 
the appealed claims are patentable over the cited 
references. 

Voice Reorganization System 



4 




On page 9 (subsection C) of Examiner's answer, 
Examiner points out that the rejection was also based 
on art that Examiner asserted to be well known prior 
art, namely , a "voice reorganization (sic) system" 
5 which now appears as a "voice' recognition system" in 
Examiner 1 s answer . 

Examiner has asserted on page 3 of Examiner's 
answer that the rejection made in the final office 
action is reproduced in on pages 4-7 of Examiner's 

10 answer. However, without mentioning that any change 
was made, Examiner has in fact changed the rejection 
that had actually been provided in the final office 
action, which read in the last paragraph of page 4 of 
the final office action, "voice reorganization system" 

15 to read on page 4 of Examiner's Answer as "voice 

recognition system" . Examiner clearly asserts on page 
3 of Examiner's Answer that Examiner was in fact, 
reproducing the rejections from the final office 
action- If Examiner is going to assert that he is 

20 reproducing the rejection from the final office 

action, Examiner should reproduce it, not change it. 
Alternatively, Examiner should state to the appeals 
board that he has changed the rejection from the final 
action . 




In the response to this assertion of "well known 
prior art", applicants requested Examiner to provide 
evidence of such a system and its details of 
operations. Examiner did not provide any such details 
5 as Examiner was required to do under M.P.E.P. 2144.03. 
Thus, the "reference" is not part of the case. 

Examiner states that the voice reorganization 
system was an obvious typographical error for a "voice 
recognition system", but still has provided no details 

10 of that system that show that it meets all of the 

claim limitations. Kanevsky does not teach the claim 
limitations, which is why Examiner was bringing in the 
"well known prior art" in the first place. Kanevsky 
does not discuss the at least the factor of ten 

15 limitation in the claim. 

Furthermore, Examiner stated near the bottom of 
page 4 of the final action that it would be obvious to 
combine the well known teaching because voice 
recognition has the ability to recognized (sic) 

20 persons (sic) unique characteristics of utterance. 
This may or may not be true, but Examiner never 
explained why there was any motivation to combine this 
function in a password protected system like Schier. 
Schier relies on the user's knowledge of the password 




to identify a single user from the others. Schier 
does not need to identify the person's unique 
characteristics because Schier relies on an entirely 
different arrangement: the user's knowledge of the 
5 password. Examiner, however, seeks to pick and choose 
elements from the reference with no motivation other 
than the hindsight reconstruction of Applicant's 
invention. Therefore, the appealed claims are 
patentable over the cited references . 

10 Reduction by At least a Factor of Ten 

On Page 10 (response to D) of Examiner's Answer, 
Examiner appears to state that l)the claim is 
unsupported by the specification; 2) this gives the 
Examiner the right to redraft the claim in a manner 

15 that i_s supported by the specification; 3) when 

Examiner does redraft the claim in a manner that is 
supported by the specification, the cited reference 
anticipates the claim. Implicit in this argument is 
the fact that the cited reference does not anticipate 

20 the language of the claim as written. 

First, Applicants' attorney genuinely appreciates 
such a creative argument. As imaginative as the 
argument may be, the argument is unsupported by law or 
fact, however, so Examiner's argument fails. First, 




the specification does support the claim as written, 
including, without limitation, at page 13, lines 8-12, 
"For example, name recognizer 244 can attempt to 
narrow the list down to ten accounts or even a 
5 hundred, which may be smaller than the number of 
valid, enrolled accounts, which may number in the 
thousands, tens of thousands-, hundreds of thousands or 
millions." Thus, the claim limitation at issue i_s 
supported by the specification. 

10 Second, Examiner can interpret claims in light of 

the specification and give them broad accepted 
meaning. Examiner can further reject a claim that is 
unsupported by the specification under 35 U.S.C. 112. 
But what Examiner cannot do is redraft a claim, for 

15 any reason, to make it fit a reference better. 

Examiner must live with the claim language at hand. 
By Examiner's implication, the reference does not 
anticipate the claim term (if it did, presumably 
Examiner would not have to resort to impermissibly 

20 rewriting it) . Therefore, the appealed claims are 
patentable over the cited references. 

Examiner takes another stab at this in his 
response to G on page 11. However, again, Examiner is 
required to show each of the features claimed, and 




Kanevsky' s abstract does not do this in the manner 
claimed, nor does it "imply" a drastically reduced 
list as Examiner states without any explanation. A 
reduction by one out of one hundred would fulfill 
5 Kanevsky' s abstract. Therefore, the appealed claims 
are patentable over the cited references. 
No Motivation to Combine . 

In Examiner's response to E and F on pages 10-11 
of Examiner's Answer, Examiner attempts to make up for 

10 the lack by Examiner's in any office action rejection 
of any motivation to combine by stating one for the 
first time in Examiner's answer. Unfortunately, it is 
too late at this point in the prosecution of this case 
for Examiner to supply such a motivation. 

15 Furthermore, Examiner supplies no source of this 

motivation, other than the hindsight reconstruction of 
Applicant's invention. Because no motivation to 
combine was supplied in prosecution, and no valid 
motivation has been supplied even now, Examiner has 

20 not met his burden under 35 U.S.C. 103 and the 
appealed claims are patentable over the cited 
references. 

No Recitation of Structure 
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On page 11 of Examiner's Answer, in Examiner's 
response to H, Examiner still has not shown the 
claimed structure that appellants in their appeal 
brief stated was not shown. Examiner believes that he 
may reject claims that recite structure based on 
rejections of other claims that do not recite 
structure. First, as noted above, those rejections 
are unfounded. Assuming for the sake of argument that 
the rejections of other claims was persuasive, 
Examiner must show each and every feature of the claim 
at issue, and cannot point to another claim that has 
certain language similar to the claim being rejected 
as the sole basis for Examiner's rejection of the 
claim at issue. Examiner's statement of inherency of 
a second user does not appear to address the issue,, 
which is whether the claimed structure has been 
anticipated by the references. Therefore, claim 30 is 
patentable over the cited references. 



10 



The section 112 rejection should be withdrawn and 



the appealed claims are patentably distinguishable 



over the cited references. 



Favorable action is 



solicited . 
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